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Art Unit: 3768 

DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1-3, 12-15, 17 and 21-22 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-18 of U.S. 
Patent No. 7,190,170. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both substantially claim the same subject 
matter including first and second magnetic elements and an epoxy or glue disposed 
between the first and second elements where the epoxy or glue contains a plurality of 
particles, including microparticles or nanoparticles, uniformly suspended in the epoxy or 
glue to resist discharging. Although the '170 patent does not expressly teach a chemical 
hardening compound and a particular volume percentage of the particles, however one 
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of ordinary skill would recognize that the broader '170 patent having a means for 
resisting discharges would teach on the particular volume percentage limiting current to 
less than 10 microamps. It would have been obvious to modify the '170 patent to include 
the hardener. The motivation to modify the '170 patent would have been to provide 
added structural integrity to the electrical discharge limiting compound disposed in the 
electromagnetic coil. 



Claim Rejections - 35 USC § 103 

3. Claims 1-2, 6-7, 12-15,17-18, 21-22 and 24 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Dietz et al. (USPN 6,642,717) in view of Wang et al. (Pub. 
No.: 2004/0225213). 

4. Dietz et al. '71 7 teaches a gradient tube extending along an axis, the tube 
including first and second gradient coils (abstract; col. 2, 1. 35- col. 3, 1. 30) and a 
conductive compound disposed between the first and second gradient coils (col. 2, II. 
36-67; Figure, ref. 34), the conductive compound being an epoxy resin or glue having a 
plurality of conductive particles and a chemical hardening compound therein (col. 2, II. 
56-col. 3, 1. 10; col. 3, II. 43-55), and a plurality of conductive particles 38 disposed 
substantially uniformly within the resin or glue (col. 3, II. 1 1-29), at least a portion of the 
plurality of conductive particles being in the range of 1-10 micrometers in diameter 
configured to limit a current flowing through the device (col. 3, II. 26-30; claim 5). 
Regarding the limitation including 10 microamps, the Examiner stands that Applicant 
has not disclosed any particular criticality of the 10 microamp limit. Therefore, absent 
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any criticality, the limit "less than 10 microamps" is not given patentable weight over 
Dietz et al. '717 because both Dietz et al. '717 and the present application are 
concerned with limiting current. 

5. Dietz et al. '71 7 teaches all the limitations of the claimed invention except for 
expressly teaching that the glue comprises a polyester resin. Dietz et al. '717 also does 
not expressly teach the use of silver or gold particles. Dietz et al. '71 7 also does not 
expressly teach that the volume percentage of the plurality of conductive particles is 
0.1% or less of a volume of the conductive compound. 

6. In the same field of endeavor, Wang et al. '213 teaches a MRI coated assembly 
(abstract). Wang et al. '213 goes on, teaching as known in the art using a polyester 
compound in a glue [0242]. Wang et al. 213 also teaches the use of ferromagnetic 
particles embedded in a resinous material at a concentration of about 0.001% to about 
10% [0010]. Wang et al. '213 further teaches the use of electrically conductive particles 
including silver or gold [0206]. 

7. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the coated gradient coils of Dietz et al. '717 in view of the coatings of 
Wang et al. '213. The motivation to modify Dietz et al. '717 in view of Wang et al. '213 
would have been to select any resin mixture from a finite list of well known resin 
mixtures commonly used in the art to be used with MRI with reasonable expectations of 
success, as taught by Wang et al. '213 [0242]. 
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8. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dietz et 
al. (USPN 6,642,717) in view of Wang etal. (Pub. No.: 2004/0225213) as applied to 
claim 1 above, and further in view of Doty (USPN 5,530,355). 

9. Dietz et al. '717 in view of Wang et al. '213 teaches all the limitations of the 
claimed invention except for expressly teaching that the conductive particles comprise 
carbon particles. 

10. In the same field of endeavor, Doty '355 teaches using carbon particles in a 
shielded coil system (col. 14, 1. 57- col. 15, 1. 13). 

11. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the coated gradient coils of Dietz et al. '717 in view of Wang et al. 
'213 with the use of carbon particles of Doty '355. The motivation to modify Dietz et al. 
'717 in view of Wang et al. '213 with Doty '355 would have been to aid in casting or 
curing, as taught by Doty '355 (col. 14, 1. 57- col. 15, 1. 13). 

12. Claims 5 and 23 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Dietz et al. (USPN 6,642,717) in view of Wang et al. (Pub. No.: 2004/0225213) as 
applied to claims 2 and 22 above, and further in view of Lehne et al. (USPN 5,235,283). 

13. Dietz et al. '717 in view of Wang et al. '213 teaches all the limitations of the 
claimed invention except for expressly teaching that the epoxy resin comprises a 
bisphenol-A resin. 

14. In the same field of endeavor, Lehne et al. '283 teaches using biphenol-A resin in 
an epoxy resin (col. 4, II. 39-58). 
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1 5. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the coated gradient coils of Dietz et al. '71 7 in view of Wang et al. 
'213 with the bisphenol-A resin of Lehne et al. '283. The motivation to modify Dietz et al. 
'717 in view of Wang et al. '213 with Lehne et al. '283 would have been to aid in casting 
or curing, as taught by Lehne et al. '283 (col. 4, II. 39-58). 

Response to Arguments 

16. Applicant's arguments with respect to claims 1 -3, 5-7, 1 2-1 8 and 21-24 have 
been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ELLSWORTH WEATHERBY whose telephone number 
is (571 ) 272-2248. The examiner can normally be reached on M-F 8:30 a.m. - 5:00 
p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le can be reached on (571 ) 272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

EW 

/Long V Le/ 

Supervisory Patent Examiner, Art Unit 3768 



